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DETAILED ACTION 

Claims 1-12 are present for examination. 

Priority 

Acknowledgement is made that foreign priority is claimed for this application and 
as such the date (10/09/2002) is being used for this examination. 

Information Disclosure Statement 
Acknowledgement is made that an Information Disclosure Statement (IDS) was 
provided with the application and as such reviewed. 

Drawings 

The drawings (27-29) are objected to since it is unclear to the examiner (from the 
drawings and from the specification) what the specific values are for D1 , D2, D3, and 
D4. It should be noted that any signal can only hold one state (low or high) at any given 
time such as the reset in figure 29; D1 and D2 in figure 29 seem to simultaneously 
holding a low and high. Appropriate correction is required for these figures. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-10 are rejected under 35 U.S.C. 101 because these are method claims, 
not a program per se (viewable as an "attempt" to claim a manufacture). It appears that 
the described practical utility is to either validate an apparatus or at least generate an 
input/output sequence and provide it, as a validation pattern, to the apparatus to be 
validated. The claims stop short of reflecting practical utility as it stops at the extraction 
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of what is called "a validation item" which is preliminary to the generation of the 
input/output sequence. Also, the recited steps of the claims, in toto, indicate that this is 
directed as an abstract idea as understood from reviewing the relevant portion of the 
description. Thus, it appears that the claims lacks both a useful result (reflective of the 
described practical utility) and a tangible result (a result having real world value). 
Therefore these claims are not patent eligible under 35 USC 101 for failing to practically 
apply a judicial exception (in this case, an abstract idea) so as to produce a useful, 
tangible and concrete result. 

Claims 1 1 and 12 are rejected under 35 U.S.C. 101 because both claims 1 1 and 
12 is directed to a program per se that fails to be embodied on an appropriate 
computer-readable storage medium which is necessary to provide a functional 
interrelationship between the computer program and the computer that executes the 
computer program and would not, therefore, be patent eligible under 35 USC 101. 

Claim Rejections ■ 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 7 recites the limitation "*the functional device" in line 3 of the claim. There 
is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections ■ 35 USC § 102 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-12 are rejected under 35 U.S.C. 102(a) as being anticipated by Firth et 
al. (US 2002/01 38802 A1). 
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As per claim 1 , Firth teaches a method of validation support comprising: 

Inputting functional configuration information (data from the stimulus scan 
cells) that represents a function (memory test) of an apparatus (300 - figure 3) to 
be validated (0091); 

Inputting a condition (identifier for each test) for an input/output sequence 
(test) that is assigned (to be applied) to the apparatus (0093); 

Generating a validation item function (original input - 0003 line 9) that 
satisfies all conditions for the input/output sequence, based on the functional 
information (0003 lines 8-9, see figures 1-3, and 0087); and 

Extracting a combination of configuration elements (401 , 402, and 403 
that make up 305 in figures 3 and 4) that constitute the functional configuration 
information as a validation item (test sequence - 0101 line 3), based on the 
validation item function (see figures 3 and 4). 

As per claim 2, Firth teaches the method according to claim 1 , wherein 

The validation item function is expressed by a binary decision diagram, 
and (Examiner believes to be inherent 0090 - 0091) 

The validation item (memory test) is extracted based on the validation item 
function (data from the stimulus scan cells) that is expressed by the binary 
decision diagram (Examiner believes to be inherent 090 - 0091) 
As per claim 3, Firth teaches the method according to claim 1, wherein the 
condition for the input/output sequence includes a resource constraint condition (0093 
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lines 1-5) for a functional device (403 figure 4) in the configuration elements that 

constitute the functional configuration information. 

As per claim 4, Firth teaches the method according to claim 1 , wherein the 

condition for the input/output sequence includes a condition that makes a limitation on a 

configuration element to be validated among the configuration elements that constitute 

the functional configuration information (0102). 

As per claim 5, Firth teaches the method according to claim 1 , wherein 
Priority information is added to a functional device in the configuration elements 

that constitutes the functional configuration information (0102), and 

The method further comprises calculating a validation priority based on the 

priority information of the device for each validation item (0094 and Examiner believes 

to be inherent 0003 lines 9-10). 

As per claim 6, Firth teaches the method according to claim 1, further comprising: 

Inputting number of validation items to be extracted, wherein 

The validation item is extracted based on the number of validation items input 

(0092,004-0012). 

As per claim 7, Firth teaches the method according to claim 1, further comprising: 
Converting validation item description information that describes an operation of 
the functional device that constitutes the functional configuration information into 
information that does not describe the operation of the functional device, wherein the 
information converted is input as the functional configuration information (0087, 0093). 
As per claim 8, Firth teaches the method according to claim 1 , further comprising: 
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Inputting a validation environment that defines a flow of data that is input to and 
output from the apparatus to be validated (301 - figure 3, 0087-0088, 0090-0091); and 

Creating an input/output sequence to be applied to the apparatus to be validated, 
based on the validation environment and the validation item (figures 3 and 4, 0091, 
0096, and 0102). 

As per claim 1 1 , Firth teaches a computer program that makes a computer 
execute: 

Inputting functional configuration information that represents a function of an 
apparatus to be validated (0091); 

Inputting a condition for an input/output sequence that is assigned to the 
apparatus (0093); 

Generating a validation item function that satisfies all conditions for the 
input/output sequence, based on the functional configuration information (0102 and see 
figure 4) ; and 

Extracting a combination of configuration elements (0097 lines 1-3 and 0101 
lines 2-3) that constitute the functional configuration information as a validation item 
(particular test - 0093 line 4), based on the validation item function (0102 and see figure 
4). 

As per claim 12, Firth teaches an apparatus for validation support comprising: 
An information input unit that inputs functional configuration information that 
represents a function of an apparatus to be validated (301 - figures 3 and 4 and 0091); 



Application/Control Number: 1 0/680, 1 05 Page 7 

Art Unit: 2138 

A condition input unit that inputs a condition for an input/output sequence that is 
given to the apparatus (0093); 

A generation unit that generates a validation item function that satisfies all 
conditions for the input/output sequence, based on the functional configuration 
information (401 - figure 4 and 0102); and 

An extraction unit (403 - figure 4) that extracts a combination of configuration 
elements (0097 lines 1-3 and 0101 lines 2-3) that constitute the functional configuration 
information as a validation item (particular test - 0093 line 4), based on the validation 
item function (0102 and see figure 4). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Firth et al. (US 2002/0138802 A1). 
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As per claim 9, Firth teaches the method according to claim 7 described above. 
Firth does not specifically teach the method according to claim 7 described 
above wherein: 

The functional configuration information is input from a predetermined 
information terminal via a network, 

The condition for the input/output sequence is input from the information terminal 
via the network, and 

The validation item is output to the information terminal via the network. 

However, in view of the IEEE definition of a network "a series of points 
interconnected by communication channels" examiner notes it would have been obvious 
to one of ordinary skill in the art at the time the invention was made since the prior art is 
replete with references in which a network is used to use a network as described by the 
applicant. 

Therefore, one would me motivated to use a network to provide and receive the 
above information as suggested in figures 1-4 of Firth to relay information. 

As per claim 10, Firth teaches the method according to claim 8 described above. 

Firth does not specifically teach the method according to claim 7 described 
above wherein: 

The functional configuration information is input from a predetermined 
information terminal via a network, 

The condition for the input/output sequence is input from the information terminal 
via the network, 
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The validation environment is input from the information terminal via the network, 
The validation item is output to the information terminal via the network, and 
The input/output sequence is output to the information terminal via the network. 
However, in view of the IEEE definition of a network "a series of points 
interconnected by communication channels" examiner notes it would have been obvious 
to one of ordinary skill in the art at the time the invention was made since the prior art is 
replete with references in which a network is used to use a network as described by the 
applicant. 

Therefore, one would me motivated to use a network to provide and receive the 
above information as suggested in figures 1-4 of Firth to relay information. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven D. Radosevich whose telephone number is 571- 
272-2745. The examiner can normally be reached on 9am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on 571-272-3819. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Steven D. Radosevich 
Examiner 
Art Unit 2138 




